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SUBJECT: Supreme Coart decision oa KSR Jnt'L Ct>„ v* Teieflex* the 

The Supreme Court has issued its opinion in regarding the issue of obviousness wider 
3S U S C § 103(a) when the claim recites a combination of elements of the prior art KSR fat I 
. ► ~' J« N 1 350 (I!. S.Apr 0, 2007). A copy of the decision is available at 

teastea^^ 1118 Qffic *i s s .^ dyi - lg ? c ° 5;i!,i0 " 

and will issue guidance to the patent examining corps in view of the ASK decision u> the near 
future. Until the guidance is issued, the following points should be noted: 

(1) The Court reaffirmed the Graham factors in the determination of obviousness under 
35 U,S.C. § 103(a). The four factual inquiries under Grattam are: 

fa) determining the scope sad contents of the prior art; 

(b) ascertaining the differences between the prior art and the claims in issue; 

(c) resolving the level of ordinary skill in die pertinent art; and 
fdj evaluating evidence of secondary consideration. 

Grata** v. Jok» Deere, 383 0,3. 1, 17-18, 148 IJSPQ 459, 467 (1966). 

(2) The Court did not totally reject the gso of "teaching, suggestion, or motivation" as a factor in 
the obviousness analvsis. Ka&er, the Court recognized that a showing of teaching, suggestion, 
or motivation" to combine the prior art to meet the cistern) subject matter could provide a ^ 
helpful insight in determining whether the claimed subject matter is obvious under 35 D.S.L. 

§ 503(a). 

0) The Court rejected a rigid application of the "teaching, suggestion, or morivafem" (TSM) 
test which required a showing of some teaching, suggestion, or motivation in the pnor art that 
would lead one of ordinary skill in the'ari to combine the prior art elements in the manner 
claimed in the application or latent before holding the claimed subject matter to be obvtaus. 
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